TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

Paper No. 12

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte LOUS R ROSS and EDWARD L. W LSON

Appeal No. 95-0432
Appl i cati on 08/ 002, 448!

ON BRI EF

Before GRON, ONENS, and WALTZ, Adnministrative Patent Judges.

GRON, Adnministrative Patent Judge.

DECI SI ON ON APPEAL UNDER 35 U.S. C. § 134

This is an appeal under 35 U.S.C. § 134 from an

! Application for patent filed January 8, 1993.
Accor di ng
to applicants, this application is a continuation-in-part of
Application 07/734,001, filed July 22, 1991, abandoned.
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examner’s rejection of ainms 1 and 3-11, all clains pending

in this application.

| nt r oducti on

Clains 1 and 3-11 stand rejected under 35 U . S.C. § 103 as
bei ng unpatentable in view of the conbined teachings of
Eur opean Patent Application 335,406 (Atkins), published
Cct ober 4, 1989, and Godl ewski, U S. 4,703,082, patented
Cct ober 27, 1987.

Representative Claim1l reads:

1. A four conponent resinous systemfor a sheet
nmol di ng conposition conprising:
(a) an unsaturated pol yester conprising a

pol ycondensati on product of one or nore dihydric al cohols
and one or nore ethylenically unsaturated pol ycarboxylic
aci ds;

(b) one or nore lowprofile thernoplastic
pol ymers whi ch cause phase separation and porosity during
a curing reaction;

(c) one or nore olefinically unsaturated

nononer s
whi ch copol yneri zes [sic] with the unsaturated pol yester

and,

(d) one or nore polysiloxane conponents which
are conpatible with the reacted unsaturated pol yester and
nmononer during cure wherein the conpatible conponents are
pol ysi | oxane pol yal kyl copol yners represented by the

formul a
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wherein each R, which can be the sane or different, is
an al kyl group containing 1 to 20 carbon atons, X [sic,
"x"] is an integer ranging froml to 10 and y is an
i nt eger ranging from1l to 10.

D scussi on

1. Bur den of proof

In re Fine, 837 F.2d 1071, 5 USPQR2d 1596 (Fed. Cr

1988), instructs at 1074, 5 USPQR2d at 1598:

oo The PTO has the burden under section 103
to establish a prima facie case of obviousness. See
In re Piasecki, 745 F.2d 1468, 1471-72, 223 USPQ 785,
787-87 [sic, 88] (Fed. Gr. 1984). It can satisfy this
burden only by showi ng sone objective teaching in the
prior art or that know edge generally avail able to one
of ordinary skill in the art would |ead that individua
to conbine the rel evant teachings of the references.

2. Prior art teaching
A. At ki ns
At ki ns describes (Atkins, p. 3, |. 19-42):

l. A nol di ng additive conposition conprising a
m xture of a low profile additive and a surfactant
addi tive
contai ning a silicon-oxyal kyl ene copol yner fl ow control
agent and surface nodi fying agent. This conposition may
i ncl ude
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A A crosslinking nononer, which enbraces, for
exanpl e, an olefinically unsaturated conpound such
as
an ol efinically unsaturated hydrocarbon.
[llustrative
of such conpound is styrene.

B. A silicon-oxyal kyl ene copol yner whi ch
cont ai ns
1. at | east one silicon per nolecul e,
2. at | east 2 al kylene oxide noieties in
a sequence per nol ecul e, and
3. the al kyl ene oxi des are bonded to

silicon in the nol ecule through a carbon to
silicon bond.

C. A low profile additive which is a
t her nopl astic pol ynmer having a nol ecul ar wei ght

greater
than that of the silicon-oxyal kyl ene copol yner.
1. A nolding conposition conprising
A. a polyester nol ding resin,
B. a low profile additive, and
C. a silicon-oxyal kyl ene copol yner fl ow
contr ol agent and surface nodi fyi ng agent which nmay
contain a

functional group reactive with the pol yester nolding
resin, such as an ol efinic unsaturation.

The nol di ng conposition may include a crosslinking
nononer .

(I A fiber reinforced nolding composition
conpri si ng

A. a thernosetting nolding resin, preferably,

- 4 -



Appeal No. 95-0432
Application 08/002, 448

an unsat ur ated pol yester resin,
B. a cross-1linking nononer,
C. a low profile additive,
D. a reinforcing fiber, and

E. a silicon-oxyal kyl ene copol yner fl ow
contr ol
agent and surface nodi fyi ng agent.

Atkins lists the advantages of his inventive nolding
conmposition as follows (Atkins, p. 3, |I. 50-55):

B i nprove flow during nolding,

B i nproved physicals for the nol ded product,

B snoot her surfaces for the nolded product, i.e., better

replication of the nold and the nold s dinensions; and

B nol ded fiber reinforced plastic parts that have |ess

shri nkage.

We find that the nolding conmposition Atkins describes
differs fromthe nol ding conposition appellants claimin the
pol ysi | oxane copol ymer conponent. Appellants’ thernoset
nol di ng conposition requires a polysil oxane pol yal kyl ene
copol ynmer surface nodifying agent. Atkins' thernoset nol ding
conposition requires a polysil oxane pol yal kyl eneoxyal kyl ene
surface nodifying agent.

B. God| ewski

Godl ewski states (col. 3, |I. 60, to col. 4, |I. 16;

enphasi s added):
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The present invention provides techniques, nethods,
and additive conbinations which permt the integra
bl endi ng of additives for filler/polyner conposites for
t he enhancenent of physical properties such as inpact
strength, tensile strength, etc. The present invention
provi des novel nmethods for reinforcing thernoplastic
organi c polyners such as pol yet hyl ene and pol ypr opyl ene
by bl ending the polyner, a finely divided filler and a
surfactant which is a sil oxane-pol yoxyal kyl ene bl ock
copol ynmer or a siloxane containing at |east one silicone
bonded al kyl group of 12 or nore carbon atons or a
pol yoxyal kyl ene conpound cont ai ni ng pol yoxyal kyl ene
bl ocks term nated at one end by an al kyl group having 12
or nore carbon atons or an al kenyl group and term nated
at the other end by an al koxy group or a hydroxy group.
According to this invention, the novel nethod al so

I ncl udes
the incorporation of an unsaturated silicon conpound
contai ning at | east one pol ynerizabl e unsaturated group,
at | east one /Si O-group and not nore than 5 silicon
at ons,

e.g. a polynerizable unsaturated hydrol yzabl e sil ane
coupl i ng agent and/or an unsaturated organi c conpound
contai ning two or nore pol ynerizabl e unsaturated groups
into the filler/-polynmer m xture to provide synergistic
enhancenent of the filled polyner physical properties.

The surfactants Godl ewski prefers are polysil oxane-
pol yal kyl eneoxyal kyl ene bl ock copol yners (col. 6, |. 38-39).
Nevert hel ess, CGodl ewski teaches that polysil oxane-pol yal kyl ene
bl ock copol yner surfactants, i.e., siloxanes containing at

| east one silicon bonded al kyl group of 12 or nore carbon

at ons,
are useful in the invention (col. 5, |I. 31-45). At colum 6,
line 57, to colum 7, line 13, Godlewski lists polyneric
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matrices to which this invention nmay be applied. Included in

the long list of polyneric matrices are “pol yester resins

i ncluding al kyd resins” (col. 7, |. 9). Codlewski states
(col. 7, |. 13-16):

Preferred polyners are the thernoplastic polyners, such
a: t he pol yol efins, e.g., polyethylene, polypropylene, and
t he

l'i ke. The invention can be used in thernoset resins.
Consi dering Godl ewski’s disclosure as a whol e, including
t he exanpl es on pages 13-26, we find therein a marked
preference for polysiloxane-polyal kyl eneoxyal kyl enes as the
surfactant and evidence of their utility in polyneric matrices
limted to their utility in thernoplastic polymers. 1In the
i nvention Godl ewski clains, the surfactants included need only
be useful “for inproving the physical properties of
t hernopl astic organic polyner filled with inorganic fillers”

(Godlewski’s Clainms 1 and 7).

3. Wi ghi ng the evi dence

The exam ner concl uded that persons having ordinary skil
in the art would have been | ed by Godl ewski’s teaching to
repl ace the pol ysil oxane-pol yal kyl eneoxyal kyl ene surfact ant
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whi ch i nproves Atkins' fiber-reinforced thernoset nolding
conpositions with a nonpreferred pol ysil oxane-pol yal kyene
surfactant CGodl ewski (1) shows is useful instead of preferred
pol ysi | oxane- pol yal kyl eneoxyal kyl ene surfactants in filled

t hernopl astic polyners and (2) alleges “can be used” in

t hernoset resins, e.g., polyester resins including al kyd
resins, for an entirely different benefit than those benefits
i ndicated solely in appellants’ disclosure. Having considered
all the evidence, aleegations, and argunents of record, we
concl ude, contrary to the examner’s view, that the greater
wei ght favors patentability over the conbined prior art

teachi ngs of Atkins and Godl ewski. W grant nore wei ght than
did the exam ner to Godl ewski’s express preference for and

evi dence exclusively of inprovenents in filled thernoplastic
resins. W also grant considerably nore weight to Godl ewski’s
preference for polysiloxane-polyal kyl eneoxyal kyl ene
surfactants. Wth the weight of that evidence before a person
having ordinary skill in the art, we ask why persons having
ordinary skill in the art would have been | ed by Godl ewski’s
statenment that “[t]he invention can be used in thernoset
resins” (col. 7, |I. 15-16) to replace a surfactant Atkins

f ound usef ul
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to inprove the flow and snooth the surface of thernoset

pol yester nol ding conpositions with a surfactant Godl ewski
found conparatively nonpreferred thereto for use in filled
resins, nost especially thernoplastic resins, for inproving
their inpact resistance and tensile strength. 1In view of the
conmbi ned prior art teachings, we find no notivation for
persons having ordinary skill in the art to nake the proposed
substitution. Rather, it is our view that the examner’s
hol di ng of unpatentablity of the subject matter clained in
this case is based nore on the hindsight of appellants’

di scl osure than on the conbi ned teachi ngs of Atkins and

Godl ewski. We rem nd the exam ner that references nust be
consi dered not only for what they expressly teach, but also

for what they fairly suggest. 1n re Burckel,

592 F.2d 1175, 1179, 201 USPQ 67, 70 (CCPA 1979).
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Concl usi on

W reverse the examiner’s rejection of Clains 1 and 3-11

under 35 U.S.C. § 103 as being unpatentable in view of the

conbi ned t eachi ngs of European Patent Application 335,406 and

Godl ewski .

PATENT

REVERSED

Teddy S. Gron
Adm ni strative Patent Judge

Terry J. Onens

Adm ni strative Patent Judge

Thomas A. Waltz
Adm ni strative Patent Judge
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